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PART I 


ARGENTINE AND UNITED STATES TRADE-MARKS— 
COMPARATIVE NOTES* 


By Denis A. Cooper} 


Although no international agreement of binding character concerning trade- 
marks is in existence between our country and the Republic of Argentina, such is the 
similarity in certain respects between the United States’ and Argentine* trade-mark 


statutes that American precedents can be and actually have been relied upon fre- 
quently in Argentine court decisions.° 


Following is a summary comparison of these statutes, limited mainly to substan- 
tive matters as distinguished from questions involving procedural technicalities. 

The present American and Argentine trade-mark statutes were enacted at the 
beginning of this century and have since been repeatedly amended. There is a 
noticeable distinction between them with respect to their titles. While our statute 
purports to deal only with “trade-marks,” the Argentine statute by its designation 
as the “Law of Industrial-, Trade-, and Agricultural Marks” distinguishes three 
types of marks. These types correspond to the three classes of pursuits which under 
Argentine law alone are eligible to register marks.® 


No such restriction to groups or classes is known to our law, under which regis- 
tration of a trade-mark is merely declarative of the already existing common-law 
right acquired by prior use.’ While registration under our Federal statute affords 
merely additional protection in procedural and remedial matters,* the Argentine reg- 
istration is constitutive in character and effect. It creates a legally protected trade- 


* The writer is indebted to Professor S. Chesterfield Oppenheim of the George Washington 
University Law School and Dr. Stephen P. Ladas of New York, Associate Editor of The Trade 
Wark Reporter and international authority on South American law, who read the article in 
manuscript and offered many valuable suggestions which have been incorporated in the final text. 

+ Washington, D. C., Licentiat in Drept (1929); Pol. Sc. Dr. (1935). Former member of 
the Bar of Bucovina (Romania); former editor of the “Legiuitorul Romdn,”’ Cernduti (Ro- 
mania) ; foreign editor of the “Gazeta Tribunalelor,’ Bucharest (Romania). 

1. Act of February 20, 1905, c. 592, §§ 1 et seq. (as amended), 33 Stat. 724 et seq., 15 
U.S.C. A. §§ 81 et seq. 

2. Ley No. 3975 sobre Marcas de Fabrica, Comercio y Agricultura (November 23, 1900). 

3. Wassermann, Notes From Far and Near (1941) 31 T.-M. Bulletin 13 and Sup. Corte 
Fallos, 8, 38. 
4. Its official name is: “An act to authorize the registration of trade-marks used in com- 


merce with foreign nations or among the several states or with Indian tribes, and to protect the 
same.” (Italics mine.) 


5. See supra, note 2. 

6. Ali Héctor Quirogo v. Sociedad para la Industria Quimica de Basilea (1938) 39 Patentes 
y Marcas, 361. See also (1932), 30 Patent and Trade-Mark Review, 203, 205. 

7. Act of February 20, 1905, c. 592, §23, 33 Stat. 730, 15 U. S. C. A. §103. Also, Wm. A. 
Rogers Ltd. v. International Silver Co., 30 App. D. C. 97 (1907). 


8. Oppenheim, Cases on Trade Regulation (1936) pp. 188-189; Nims, Unfair Competition 
and Trade Marks (3d Ed. 1929) pp. 591-592. 
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mark right,® ownership of which is vested in the registrant, irrespective of the ques- 
tion of priority of use.” This registered trade-mark is distinguished from the de 
facto trade-mark which, though unregistered, may be used and is protected by pro- 
visions of the Civil and Criminal Codes.” 

A recent court decision of the Cémara Federal in Buenos Aires’* throws light 
upon the intention of the legislature in restricting the right to register marks to 
certain classes. According to this decision the ratio legis in creating this restrictive 
provision was to avoid creation of speculative titles and to prevent trade-mark pirates 
from appropriating unregistered marks of foreign and domestic manufacturers and 
dealers by forcing them either to give up the use of their unregistered trade-mark 
or to agree to acquire it from the speculating registered owner for a substantial com- 
pensation. 

In order to give practical effect to the legislative intention, Argentine courts 
adopt the extreme point of view that mere membership in a business corporation 
does not make an individual a merchant in the eyes of the law, so as to extend his 
so-called personeria social to his private interests and thereby to enable him to 
obtain ownership of a mark in his own name. In addition to compliance with legal 
formalities necessary to become a merchant, a person must actually be engaged in 
active business operations as his habitual occupation in order to quality for registry 
of a trade-mark. Mere formal registry as a merchant without active exercise of 
that occupation will not entitle a person to registration of a trade-mark in 
Argentina.”* 

Notwithstanding such rigid interpretation of the Argentine statute, Argentine 
authorities have been unable for a long time to cope with various dishonest machina- 
tions, warnings against which have been sounded even in this country."* In fairness 
it must be admitted, however, that the loopholes inadvertently left open by the 
legislature have been closed. It now appears that not only are the status of the 
applicant and the registrability of the mark subjected to the Examiner’s thorough 
scrutiny, but also the true purpose of the solicited registration is investigated. 
Whenever the Argentine Commissioner of trade-marks has reason to believe that 
the true purpose of registration is not absolutely legitimate, he will refuse regis- 
tration, as he did recently in the case of a business corporation soliciting a trade- 
mark for goods other than those within the scope of its activity.” 


9. Derenberg, Trade-Mark Protection and Unfair Trading (1936) p. 17. 

10. Shoemaker, Trade-Marks (1931) Vol. II, p. 1141; Singer, Trade-Mark Laws of the 
W orld and Unfair Trade (1913) p. 24; Ladas, The International Protection of Trade-Marks by 
the American Republics (1929) p. 39. 

11. Breuer Moreno, Tratado de Marcas de Fabrica y Comercio (1937) p. 33. This author 
goes even farther and is of the opinion that Art. 48 of the Argentine Trade-Mark Statute (see 
supra, note 2) protects unregistered trade-marks: see op. cit., p. 429. 

12. Emilio Ghergo v. José Gomez Teigeiro (1940) 41 Patentes y Marcas, 643. 

13. Mateo Fortea v. Estévez y Cia (1940) 41 Patentes y Marcas, 648. See also, Art. 1 Arg 
Com. Code: “The law declares that all individuals who, having the legal capacity to contract, 
exercise commercial acts on their own account making of it an habitual occupation are merchants.” 

14. Langer, International Trade-Marks—The Present and the Future (1919) 1 Journal of 
the Patent Office Society, 384, 385; Singer, op. cit., supra, note 10, p. 13. Also, Argentine, Trade- 
Mark and Copyright Piracy (1934) 32 Patent and Trade-Mark Review, 96; Rogers, Good Will, 
Trade-Marks and Unfair Trading (1914) p. 113. 

15. Compania Sansinena S. A., ex Parte (1940) 41 Patentes y Marcas, 712, aff'd (1940) 
itbid., pp. 713-714; Cf. (1934) 32 Patent and Trade-Mark Review, 272. 
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The task of preventing speculative dealings in trade-marks, however, is a difficult 
one as long as derivative acquisition of trade-marks is as permissible as it is under 
the present statute. Contrary to the American concept, according to which a trade- 
mark as such is not property,’® except in connection with an existing business,” the 
Argentine trade-mark statute recognizes a property right in the naked registered 
trade-mark apart from the business to which it is attached. Whereas in the United 
States a registered trade-mark is alienable only in connection with the good-will 
of the business to which it is attached and cannot have a separate legal existence,” in 
Argentina no such curtailment of the free transfer of trade-marks exists. Article 10 
of the Argentine Act specifically permits the separate transfer of trade-mark and 
business to different persons.” Furthermore, the Argentine trade-mark lends itsef 
to various other legal transactions and may be the subject of any kind of contract 
recognized by the Argentine Civil Code. Thus, it may be sold, assigned, in part 
or entirely, and transferred by inheritance.** Such easy transferability reflects 
progress in the development of trade-mark law in the respects at which Section 10 
of the pending Lanham Bill in the United States is aimed.” 

In both the United States and Argentina transfer of a mark must be duly 
recorded in the Patent Office. But, whereas in the United States failure to record 
does not have any essential effect upon the validity of the transfer,” in Argentina 
such recording is obligatory in order that the assignee may take action against an 
infringer of the assigned mark™ although property in the mark is acquired at the 
time of the assignment.” This compulsion of recording is in line with the general 
policy of the Argentine law where registration is essential to legal protection under 
the trade-mark law. 


16. Rogers, Protection of Industrial Property (1929) 27 Mich. L. Rev. 491, 495 (“The con- 
cept that a trade-mark is property is no longer, with us, generally accepted”). 

17. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 414, 6 T.-M. Rep. 148. 

18. Younghusband v. Coe (D. C. D. C., 1940) 32 F. Supp. 869, 870 (30 T.-M. Rep. 377) ; 
Kelly Liquor Co. v. National Brokerage Co. Inc. (C. C. P. A., 1939) 102 F. (2d) 857, 858 (29 
T.-M. Rep. 279). 

19. Paul, The Law of Trade-Marks (1903) §§ 116, 117, 144. 

20. Art. 10 Arg. T.-M. Stat.: “The assignment or sale of the establishment shall compre- 
hend that of the mark, save stipulation to the contrary, and the assignee shall have the right to 
make use of the said mark even though it be a name, in the same way that the assignor did, with- 
out restrictions other than those that are expressly imposed in the deed of sale or assignment.” 
( The translation of the Argentine statute used in this paper is taken from “Trade-Mark Laws of 
the World,” by John H. Ruege and W. B. Graham.) See also Singer, op. cit., supra, note 10, 
pm Ed. 

21. Art. 9 Arg. T.-M. Stat.: “The ownership of a mark shall pass to the heirs and may be 
transferred by contract or through disposition of last will.” 

22. Pearne and Crotty, Trade-Mark Registration and the Lanham Bill (1941) 9 Geo. Wash. 
L. Rev., 142, 590. 

23. Except that “any such assignment shall be void as against any subsequent purchaser for 
a valuable consideration, without notice. Act of February 20, 1905, c. 592, § 10, 33 Stat. 727, 
iS:U..S. CA. § 90. 

24. Art. 11 Arg. T.-M. Stat.: “The transfer of a mark shall be recorded in the office in 
which it is registered, in order to acquire the right to use it.” See also, Singer, op. cit., supra, 
note 10, p. 11 and Kirschbaum y Cia v. G. Thuiller (1905) 6 Patentes y Marcas, 284 (The assignee 
of a mark who has not recorded in the Office the transfer to himself has no action against third 
persons ...”). 

25. Breuer Moreno, of. cit., supra, note 11, p. 224. 
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The registration formalities proper in Argentina show great similarity to those 
required by the United States Federal Trade-Mark Act® in the following respects : 
(1) The application must contain a statement of the class of merchandise, but, unlike 
the Federal statute,” no particular description of the goods comprised in the class 
to which the mark is appropriated is necessary ;* (2) The Examiner determines 
first” whether the mark applied for falls within the category of one of the non- 
registerable marks under the statute ;* (3) Color alone is not a registerable trade- 
mark™ and neither are merely geographical names,” nor immoral or scandalous 
matter ;** (4) Mere names of individuals are unregisterable unless such names 
appear in some particular form; “ and, finally, (5) Registration of portraits of liv- 


26. At to the details of registration in both countries see Singer, op. cit., supra, note 10, 
pp. 7-9, and Shoemaker, of. cit., supra, note 10, pp. 651 et seq., 1142 et seq., and Breuer 
Moreno, op. cit., supra, note 11, pp. 131 et seq. 

27. Act of February 20, 1905, c. 592, § 1, 33 Stat. 724, 15 U. S. C. A. § 81 and Rule 
22(b) of the Rules of the Patent Office Governing the Registration of Trade-Marks. 

28. Art. 17 Arg. T.-M. Stat.: “The application for obtaining a mark shall be accompanied 
by: (1) Six facsimiles of the mark of which it is desired to make use; (2) A description, in 
duplicate, of the mark if it is a matter of figures or of emblems, there having to be indicated the 
class of objects for which they are intended, and whether they are to be affixed to the products 
of a factory, of the earth, or to objects of commerce.” (Italics mine.) 

29. Act of February 20, 1905, c. 592, § 6, 33 Stat. 726, 15 U. S. C. A. § 86, and Wasser- 
mann, The Contest for the Mark “Thermos” in the Argentine (1940) 35 T.-M. Rep. Bulletin, 362, 
363. 

30. Act of February 20, 1905, § 5, 33 Stat. 725, 15 U. S.C. A. § 85, and Art. 3 Arg. T.-M. 
Stat.: “There shall not be considered as marks of manufacture, commerce, or agriculture (1) 
Letters, words, names, or distinctives that the Nation or the Provinces use or might use; (2) 
The form that is given to the products by the manufacturer; (3) The color of the products; 
(4) Terms or locutions that have passed into general use, and signs that do not present char- 
acteristics of novelty and specialty; (5) The designations usually employed for indicating th 
nature of the products, or the class to which they belong; (6) Designs or expressions contrary 
to morality.” See also Singer, op. cit., supra, note 10, p. 8. 

31. Art. 3 par. 3 Arg. T.-M. Stat.; supra, note 30. Also Ex parte Security Engineering 
Co. Inc., 41 U. S. P. Q. 792 (29 T.-M. Rep. 511) (1939); Julius Schmid, Inc. v. Beck, 26 
T.-M. Rep. 57 (1935). 

32. That is to say, such as are generic in nature and indicative of the type of product 
and place of origin. Geographical names, however, which have nothing to do with the products 
to be distinguished and are used fancifully, in a fictitious sense merely and not descriptively 
are generally registerable. See in this sense G. J. Vargas v. R. Julibert (1906) 7 Patentes \ 
Marcas, 514. Also, Derenberg, op. cit., supra, note 9, pp. 238 et seq. and cases there cited. 
See further Art. 5 Arg. T.-M. Stat.: “The names of localities of private domain may be used 
as marks only by the proprietors of the same, unless the said names belong to the class of those 
mentioned in the fourth paragraph of Art. 3 (see note 30, supra.) and there be adopted suitable 
distinctions for avoiding confusion. Under these same conditions there may be employed as 
marks the names of places or towns.” Cf. Western Auto Supply Co. v. Knox (C. C. A. 10th, 
1937) 93 F. (2d) 850, 852 (28 T.-M. Rep. 112); Elgin National Watch Co. v. Illinois Watch 
Co., 179 U. S. 665, 673, 21 S. Ct. 270 (1901). 

33. Art. 3 par. 6 Arg. T.-M. Stat., supra, note 30. Also, Act of February 20, 1905, c. 592 
§ 5(a), 33 Stat. 725, 15 U. S. C. A. § 85 (a). 

34. Act of February 20, 1905, c. 592, § 5 (b), 33 Stat. 725, 15 U. S. A. C. § 85 (b), and 
Thaddeus Davids Co. v. Cortiandt I. Davids, 233 U. S. 461, 34 S. Ct. 648 (1914) (4 T.-M. Rep. 
175). Also Art. 1 Arg. T.-M. Stat.: “There may be used as marks of manufacture, of commerce, 
or of agriculture : The denominations of objects or the names of persons under a particular form, 
emblems, monograms, engravings or prints, seals, labels and reliefs, borders, fancy words or 
names, letters and ciphers with special design or forming a combination, the containers or wrap- 
pers of objects and any other sign with which it is desired to distinguish the manufactures of a 
factory, objects of commerce, or products of the earth and of the agricultural industry.” (Italics 
mine.) See also Singer, op. cit., supra, note 10, p. 8. 
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ing individuals as trade-marks with their consent is permitted.“ The United States 
statute, however, is more precise in the wording of the latter requirement, since it 
provides that the consent be given not only for the use, but must also expressly in- 
clude the right to register the portrait,°° whereas the Argentine statute requires 
consent to the use only.’ On the other hand, the Argentine law is much more 
severe in its requirement for consent. The registration of the portrait of a deceased 
individual is conditioned upon the consent of the heirs up to and including the fourth 
degree,** thus sparing the relatives of a deceased person the possible embarrassment 
which our Federal statute silently permits without affording the right of inter- 
cession to such relatives.* 

That marks descriptive either of the goods or of their character or quality are 
not registerable is a provision common to almost all modern trade-mark statutes 
and therefore to be found in the American as well as in the Argentine law.“ How- 
ever, words which though originally proper as trade-marks have become descriptive 
by subsequent use by the public as a common appellative of the substance manu- 
factured under that name, may be admitted in Argentina as a trade-mark.“ Under 
the Federal statute foreign words or phrases are generally denied registration if 
subject to the bar of descriptiveness® or of geographical names,** in which event 
such words are treated the same as their English synonyms. The Argentine law 
forbids the use of foreign words entirely, no matter what their meaning, except 
words belonging to a dead language (Latin or classical Greek). This latter pro- 
vision, however, does not apply to subsidiaries and branches of foreign trade-mark 
owners and/or their Argentine licensees, who may use foreign language marks pro- 


vided such have affixed to the products manufactured or finished in the country 
the legend “Industria Argentina.’* This provision, incidentally, creates a privilege 





35. Act of February 20, 1905, c. 592, § 5 (b), 33 Stat. 725, 15 U. S.C. A. § 85 (b) and Art. 
4 Arg. T.-M. Stat.: “Names and portraits of persons may not be used as marks, without their 
consent or that of their heirs, inclusive of the fourth degree.” See also Singer, of. cit., supra, 
note 10, p. 8. 

36. Mary Garden v. Parfumerie Rigaud, Inc., 34 U. S. P. Q. 30 (1937). 

37. Art. 4 Arg. T.-M. Stat., supra, note 35: “Names and portraits of persons may not be 
used as marks without their consent . . .” (Italics mine). 

38. Art. 4 Arg. T.-M. Stat., supra, note 35; ‘ 
heirs, inclusive of the fourth degree.” (Italics mine.) 

39. Except to a widow of a deceased President of the United States: Act of February 20, 
1905, c. 592, § 5 (b), 33 Stat. 725, 15 U. S. C. A. § 8&5 (b). 

40. Act of February 20, 1905, c. 592, § 5, 33 Stat. 725, 15 U. S. C. A. § 85. Also, Franklin 
Knitting Mills, Inc. v. Fashionknit Sweater Mills, Inc. (D. C. S. D. N. Y. 1923) 297 F. 247, 
and Art. 3 par. 5 Arg. T.-M. Stat., supra, note 30. See also (1935) 33 Patent and Trade-Mark 
Review, 349. 

41. Wassermann, of. cit., supra, note 29. 

42. Oppenheim, of. cit., supra, note 8, p. 115 note, and Walgreen Co. v. Godefroy Mfg. Co., 
74 F. (2d) 127, 129 (C. C. P. A., 1934) (25 T.-M. Rep. 23). 

43. A.M. & J. Solari Limited vy. Royal Products, Inc., 28 U. S. P. Q. 110 (1936). 

44. Art. 5 of the Arg. Merchandise Identification Act No. 11, 275 of November 10, 1923: 
“Trade-marks of national manufacturers which are registered or which shall be registered in the 
future, even though they be fictitious names, may contain no wording in any language other 
than Spanish or a dead language.” See also Patent and Trade-Mark Review, vol. 36, p. 80; 
vol. 32, p. 139; vol. 31, pp. 165, 305; vol. 25, pp. 78, 187. 

45. Art. 1 of the Argentine Merchandise Identification Act, and Wassermann, Treatment of 
Conflicting Marks in the Argentine (1940) 35 T.-M. Bulletin, 385, 388, 389. It must, however, 
be borne in mind that this provision does not apply to Argentine nationals who desire to register 


a word of a foreign language as a trade-mark to be used in respect of articles imported from 
a foreign country. 


. without their consent or that of their 
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for foreign trade-mark owners which is denied to Argentine nationals, and was for 
this reason often but unsuccessfully attacked as unconstitutional. No similar 
privilege to the disadvantage of American nationals is created by our statute. 

Another advantage which foreign trade-mark owners enjoy in Argentina and 
for which there is no parallel in this country is the protection afforded to foreign 
marks registered in their home country. While the Argentine trade-mark 
statute proper does not contain any specific provision as to proof of trade-mark 
ownership in the home country as a prerequisite to trade-mark protection of the 
foreign trade-mark in Argentina, a provision contained in Article 41, paragraph 2 
of the Argentine statute*® appears nevertheless to be specially intended to prevent 
piracy of foreign trade-marks.” 

According to this provision, only owners of the foreign mark and/or their duly 
accredited agents may obtain its registration in Argentina. Consequently, if such 
trade-mark should be pirated by one not the owner or his agent, such registration 
could not prevent the true owner from obtaining cancellation of the pirated mark by 
proving his ownership of this trade-mark at home.** 

On close examination this provision of the Argentine trade-mark statute appears 
to constitute an exception to the general rule that registration of a mark is attributive 
of ownership.*” At least it operates as a qualification upon the rule to the extent 
that registration is attributive of ownership subject to divestment for various rea- 
sons, among which is pirating of a foreign trade-mark. In fact, however, this pro- 
vision is interpreted as applying only to the case where agents of foreign com- 
panies present the foreign mark for registration without due authorization by their 
principals, and is in no way applied to persons who are not in any agency relation to 
a foreign trade-mark owner.” It may here be noted that Articles 88 and 89 of the 
Argentine Reform-Project tend to eliminate the ambiguity of the present Article 
41. Noteworthy also is the fact that, while Section 1 of the Federal Trade-Mark 
Act permits registration of foreign marks only to citizens of countries which, by 
treaty, convention, or law, afford similar privileges to citizens of the United States,” 
no such reciprocity condition is contained in Article 41 or anywhere else in the 
Argentine statute. 

This statute, like our Federal statute,” prohibits registration of any mark where 
there is likelihood that confusion will occur™ in the selection of goods, either as to 


46. Art. 41 Arg. T.-M. Stat.: “In order that foreign marks may enjoy the guarantees that 
this law accords, they must be registered in accordance with its prescriptions.” “The proprietors 
thereof or their duly authorised agents shall be the only ones that may solicit registration.” 
(Italics mine.) 

47. See, L’art. 41 de la loi 3975 et les marques étrangéres dans L’ Argentine, publ. in La 
Propriété Industrielle (Berne) 1924, p. 29 et seq. 

48. Wassermann, “The Singer” Litigation in the Argentine (1940) 35 T.-M. Bulletin, 342, 
344. 

49. Pouillet, La Nueva Ley Argentina de Marcas (1901) 2 Patentes y Marcas 433. 

50. The Bon Ami Co. (S.A.) v. Feeney & Cia (1924) 25 Patentes y Marcas, 214, quoted in 
Breuer Moreno, op. cit., supra, note 11, pp. 389-392. 

51. Breuer Moreno, op. cit., supra, note 11, pp. 387-392. 

52. Act of February 20, 1905, c. 592, § 1, 33 Stat. 724, 15 U. S. C. A. § 81 and Rule 17 of 
the Rules of the Patent Office Governing Registration of Trade-Marks. 

53. Act of February 20, 1905, c. 592, § 5 (b), 33 Stat. 725, 15 U. S.C. A. § 85 (b). 

54. Art. 1 Arg. T.-M. Stat., supra, note 34; Art. 5 Arg. T.-M. Stat., supra, note 32, and Art. 
6 Arg. T.-M. Stat.: “The exclusive ownership of a mark, as well as the right to oppose the use 
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their brand or their source.” Consequently, both statutes provide for a preliminary 
examination of every trade-mark application prior to its publication in the Official 
Gazette. °° But whereas the application filed under our Federal statute is inspected 
by the Examiner as to its merits prior to its publication to determine whether the 
mark applied for is registerable under the Act,” the Argentine application is pub- 
lished if the formal requirements of Article 17 of the statute” are satisfied, leaving 
the examination of the application as to its merits for a later date. 

Within thirty days after publication, 


60 


any person who believes he would be 
prejudiced by the registration may prevent it by opposing the registration” either 
on the ground that the solicited mark does not satisfy the requirements of the 
statute or that it violates prior rights. And in both Argentina and the United States 
it has been held that among the persons authorized to start opposition proceedings 
are not only those enumerated by the respective statutes,” but also those persons 
who, though not registered owners of the trade-mark whose registration is solicited, 
have used it before and would be injured by its use by the applicant.” 

Illustrative of the present-day rights of a prior user is the recent case of the 
Philips Gloeilampen Fabrieken v. Philadelphia Storage Battery Co.* In that case, 
the plaintiff, a Dutch firm, used for a considerable period of time its trade-mark 
“Philico,” though its registration had expired long ago and the firm had failed to 
renew it. As soon, however, as the defendant American firm applied for the trade- 
mark “Philco,” the Dutch firm filed an opposition. In refusing registration to the 


of any other that, directly or indirectly, may produce confusion between the products, shall cor- 
respond to the industrial, merchant, or agrarian, who shall have fulfilled the requirements de- 
manded by this law.” (Italics mine.) 

55. Auburn Rubber Corp. v. Hanover Rubber Co., 107 F. (2d) 588 (29 T.-M. Rep. 642) 
(C. C. P. A., 1939) ; Julius Kayser & Company v. Elias Balonga (1936) 31 T.-M. Bulletin, 74, 
75; The Singer Mfg. Co. v. Manuel Fernandez, ibid. 

56. Art. 20 par. 2 Arg. T.-M. Stat.: “Publication shall be made for five consecutive days 
in the Capital of the Republic and in the Province or Territory in which the applicant has his 
domicile.” Art. 14 Decreto Reglementario of December 5, 1900: “All applications shall be pub- 
lished in the Boletin Official... .” See also Singer, op. cit., supra, note 10, p. 9. 

57. Act of February 20, 1905, c. 592, § 6, 33 Stat. 726, 15 U. S.C. A. § 86 and Rule 51 of the 
Rules of the Patent Office Governing Registration of Trade-Marks. Also, Derenberg, op. cit., 
supra, note 9, p. 528. 

58. Art. 17 Arg. T.-M. Stat., supra, note 28. 

59. Breuer Moreno, op. cit., supra, note 11, pp. 180 et seq. 

60. In Argentina within 35 days, i.e., 30 days after the last publication. See Art. 21 Arg. 
T.-M. Stat.: “If—thirty days having elapsed since the last publication prescribed by the preceding 
article—no one has presented himself opposing the concession, and there shall not have been 
granted previously like or similar marks under the conditions of Arts. 6 and 8, the mark solicited 
shall be registered and certificate of its ownership shall be issued.” See also, Wassermann, op. 
cit., supra, note 45. 

61. Art. 29 Arg. T.-M. Stat.: “Opposition to the concession of the mark shall be made in 
the form prescribed by Arts. 19 and 25, according to the case.” Also, Act of February 20, 1905, 
c. 592, § 6, 33 Stat. 726, 15 U. S. C. A. § 86. For a more detailed description of these proceed- 
ings see: Oppenheim, op. cit., supra, note 8, Appendix, pp. 1440 et seq.; Shoemaker, op. cit., supra, 
note 10, Chs. XVIII-X XV, and Singer, op. cit., supra, note 10, p. 9. 

62. Act of February 20, 1905, c. 592, § 6, 33 Stat. 726, 15 U. S. C. A. §86, and Art. 6 Arg. 
T.-M. Stat., supra, note 54. 

63. Nairn Linoleum Co. v. Ringwalt Linoleum Works, 46 App. D. C. 64, 67 (C. A. D. C., 
1917). 

64. Decision of April 19, 1940, publ. in Jur. Arg. of May 8, 1940 and discussed by Wasser- 
mann; Lettre D’Argentine (1941) 57 Prop. Ind., 51. 
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American firm the court decided that the word “Philico,” though not registered, had 
nevertheless become through long use on the market a part of the assets of the 
Dutch firm and was, therefore, unappropriable by any stranger. The court feit 
that to permit the Philadelphia firm to use its mark would sanction the misleading 
of the consumers who purchased the American goods in the belief that they were 
buying those of the Philips firm.” It is evident from this reasoning that the 
decision is based not upon the statutory trade-mark law as such, but rather upon 
the common-law.®® 

It is a matter of fact that the courts of both countries, the United States and 
Argentina as well, apply common-law principles of unfair competition” whenever 
the respective trade-mark statutes proper do not contain any specific provision on 
the point in issue. | 

In conformity with the principles of unfair competition, a person attempting to 
register in Argentina a well-known trade-mark previously used by another is deemed 
guilty of deception of the public and of unjust appropriation of the other’s property 
in the good-will of his customers. Such action is regarded there, just as in American 
law, as contrary to good morals and consequently even an unrecorded owner of a 
trade-mark may successfully oppose the registration.® 

Generally speaking, principles of unfair competition in matters of trade-marks 

are often more rigidly applied in Argentina than in the United States. Here, for 
example, the Standard Oil Company was held not to be entitled to oppose registra- 
tion of the word “Sacony” as applied to certain articles of clothing on account of its 
well-known “Socony” trade-mark.” The Commissioner of Patents was of the 
opinion that an opposer is not entitled to relief unless the goods upon which the 
alleged infringing mark is used are of the same descriptive character as those upon 
which the opposer’s mark has been used. But an Argentine manufacturer of 
pharmaceutical articles under identical circumstances who had registered ‘‘Geniol” 
as a mark in class 2 (medicinal preparations and similar products) was granted 
relief against an applicant who intended to use the same trade-mark for goods of 
class 10 (ironware, cutlery, including razor blades, etc.). The Argentine court 
in this instance based its decision upon the ground that the applicant’s clear intention 





65. Cf. (1937) 35 Patent and Trade-Mark Review, 289. 

66. “Common law” in Argentina and in any other civil law country is the Civil Code as 
distinguished from special statutes concerning some special branch of the law, e.g. the Trade- 
Mark Statute, the Copyright Statute, etc. 

67. In Argentina the common law principles of unfair competition seem to be embodied in 
the following Art. 953 of the Arg. Civil Code: “The objects of juridical acts must be things 
which are in commerce, or things which it has not been forbidden for some special reason to 
make the object of a juridical act, or acts which are not impossible, unlawful, contrary to good 
morals, or prohibited by law, or opposed to liberty of action or conscience, or prejudicial to the 
rights of a third person. Juridical acts which do not conform to this provision are as void as if 
they had no subject.” (Italics mine.) The Arg. Code translated by Frank L. Joanini, (1917). 

68. This question also came up before the Argentine Supreme Court in the case of Sociedad 
Aucxiliar Fabril Agricola y Comercial (S.A.) v. R. Couzier y Cia (1937) 38 Patentes y Marcas, 
75, in connection with an application for registration of a trade-mark which expired only several 
days before the new application was filed by another person. The old trade-mark owner’s op- 
position based on the above grounds was admitted by the court. 

69. Standard Oil Co. of New York v. S. Augstein & Co., 16 T.-M. Rep., 359 (1923) and 
Derenberg, op. cit., supra, note 9, p. 534. Cf. Walgreen Drug Stores, Inc. v. Obear-Nester Glass 
Co., 113 F. (2d) 956 (30 T.-M. Rep., 477) (C. C. A. 8th, 1940). 
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to do business under the reputation of the opposer’s well-known and widely-pub- 
licized mark was a sufficient reason for refusing registration of this mark.” 

If, however, a solicited registration is not opposed” within the prescribed period 
and the authorities do not declare an interference, the application is granted and a 
registration certificate issued.” In Argentina and in the United States the Patent 
Office relies in interference proceedings on its own evidence to support ex parte 
refusals to register marks which involve a high probability of confusion of the 
public.* In Argentina the policy of avoiding confusion is so strong that the Patent 
Office refuses registration of a confusingly similar mark in the same class, even 
if the owner of the old mark consents to such new registration."* This is a stricter 
application of the law than in the United States where the prior owner in certain 
circumstances may waive his rights and clear the way for his competitor if he so 
desires.”° 

After registration of the mark, persons who believe themselves damaged by the 
registration may institute proceedings for cancellation.“ Such cancellation, if 
granted, is decreed in the United States by the Commissioner of Patents,’ whereas 
in Argentina the procedure is entirely within the exclusive jurisdiction of the courts 
and, by reason of the Statute of Limitations, must be instituted within ten years 
after registration.” In both countries the statutory basis for granting a petition to 
cancel is a showing that the mark under attack is subject to one of the statutory bars 
and hence unregisterable. 

A cancellation proceeding based upon the name clause of the statute is in both 
the United States and Argentina strictly limited to the individual, firm, etc., itself 
and does not extend to third parties. Inthe United States this rule is merely a con- 





70. Wassermann, Recent Argentine Decisions (1940) 35 T.-M. Bulletin, 69 and Singer, 
op. cit., supra, note 10, p. 26. 

71. As to the procedure of opposition which in Argentina is entirely different from that in 
the United States, see Articles 21, 29, 30, 32 and 34 of the Argentine Trade-Mark statute. Also 
Breuer Moreno, op. cit., supra, note 11, pp. 156-180. The procedure in the United States is to 
be found in Rules 53, 56, 59, 60 and 64 of the Rules Governing the Registration of Trade-Marks 
in the Patent Office; in § 6 par. 2, § 7 par. 1 of the Act of February 20, 1905 and in Shoemaker, 
op. cit., supra, note 10, Vol. II, pp. 745 et seq. 

72. Act of February 20, 1905, c. 592, §§ 6, 7, 33 Stat. 726, 15 U. S. C. A. §§ 86, 87; Art. 21 
Arg. T.-M. Stat., supra, note 60. Also, Singer, op. cit., supra, note 10, p. 9. 

73. Ex parte Harris Soap Co., (28 T.-M. Rep. 327) (1938), and decision of the Arg. Fed- 
eral Court of November 7, 1905, cited in Singer, op. cit., supra, note 10, p. 26. 

74. Wassermann, op. cit., supra, note 45. See also recent decisions to the same effect dis- 
cussed by Wassermann, op. cit., supra, note 64. Contra: (1939) 37 Patent and Trade-Mark Re- 
view, 163 (Consent given by owner of a trade-mark to use of similar mark by another may not be 
ignored by the registrar.) 

75. Pearne and Crotty, op. cit., supra, note 22, p. 398. 

76. Art. 14 Arg. T.-M. Stat.: “The right of ownership of a mark shall become extinguished : 
(1) On petition of the interested party; (2) When the latter shall have allowed the term of ten 
years to expire without effecting its renewal; (3) When, a question regarding the validity of a 
mark having been raised, the decision has been to the effect that it might not be granted, either 
because it belonged to another person or for any circumstance other than those enumerated in this 
law.” (Italics mine.) See also Act of February 20, 1905, c. 592 § 11, 33 Stat. 728, 15 U. S. 
C. A. 9 SS. 

77. Act of February 20, 1905, c. 592, §11, 33 Stat. 728, 15 U. S.C. A. § 93. 

78. Art. 14 par. 3 Arg. T.-M. Stat., supra, note 76. Also Singer, op. cit., supra, note 10, p. 10 
and Jonas Brook Bros. Ltd. v. S. A. Cotonificio di Pegli (1903) 4 Patentes y Marcas, 435; 
Sdad Le Pippermint v. Bonomi Baldasarre y Cia (1915) 16 Patentes y Marcas, 109; Guillermio 
F. Achenbach v. Miller y Cia (1918) 19 Patentes y Marcas, 638. 
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sequence of the fact that the right to object to the use of his name may be waived 
or enforced by the owner at his election.” This is contrary to the Argentine con- 
cept according to which the name is a strict personal and inalienable right which 
ceases with the existence of the name bearer himself 
titled to start cancellation proceedings upon this ground. 

In addition to cancellation in both the United States and Argentina, the right 
to a registered trade-mark may be lost by abandonment, acquiescence or laches.” 
In Argentina abandonment operates automatically by the mere omission to renew 
the trade-mark registration” after the expiration of the ten-year period provided by 
Article 13 of the trade-mark statute.** In the United States, however, no conclu- 
sion of abandonment may be drawn from the omission of renewal™ and the sole 
controlling factor is the intent of the party manifested in some indubitable manner.” 
Consequently, the Argentine trade-mark owner at the expiration of the ten-year period 
faces the possibility of his mark becoming res nullius, and as such appropriable by 
any first new registrant, or res omnium, that is to say, public property, and as such 
unregisterable under Article 3, paragraph 4 of the Argentine trade-mark statute.“ 
In either event his right to the mark is entirely lost. No such consequences follow 
the mere failure to renew the certificate of registration of a United States trade- 
mark. It remains to be seen, however, if Section 8 of the pending Lanham Bill 
will introduce in the United States a rule somewhat similar to that of Articles 13 
and 14, paragraph 2, of the Argentine law.” 

As to the loss of a trade-mark right by acquiescence, which in fact amounts to an 
implied abandonment, both Argentine and United States laws infer such abandon- 
ment from the fact that the trade-mark owner silently tolerates an infringer of his 
mark without taking adequate legal steps to restrain him.” However, the American 
statute, contrary to the Argentine law,” does not contain any fixed period within 
which the true owner must act in order to avoid the presumption of abandonment. 
Under the latter statute the action of the trade-mark owner must follow swiftly 
because even an owner ignorant of the infringement is protected from the conse- 
quences of his inactivity for only three years, after which time his right of action 


and as such only he is en- 


79. Packard Motor Car Co. v. Lektro Shave Corp., 28 T.-M. Rep., 614 (1938). 

80. Art. 46 Arg. T.-M. Stat.: “The right to the exclusive use of a name as property shall 
become extinguished together with the commercial house that bears it, or with the exploitation 
of the branch of industry or agriculture.” 

81. Derenberg, op cit., supra, note 9, p. 611. 

82. Art. 14 par. 2 Arg. T.-M. Stat., supra, note 76. 

83. Art. 13 Arg. T.-M. Stat.: “The protection of the rights to the exclusive use of a mark 
shall endure for only ten years which may be extended indefinitely for other equal terms, by there 
being fulfilled in all cases the necessary formalities, and on payment each time of the fees that 
are mentioned later on.” 

Ewing v. Standard Oil Co., 42 App. D. C. 321, 324, 325 (4 T.-M. Rep. 373) (1914). 

85. Oppenheim, of. cit., supra, note 8, p. 310, note 72 and cases there cited. 

86. See supra, note 30. 

87. Pearne and Crotty, op. cit., supra, note 22, p. 570. 

88. See supra, notes 83 and 76. 

89. Saxlehner v. Eisner & Mendelssohn Co., 179 U. S. 19, 35, 21 S. Ct. 7 (1900) and Art. 
55 Arg. T.-M. Stat.: “Neither civil nor criminal action may be instituted subsequent to the ex- 
piration of three years from the commission or the repetition of the crime, or after one year, 
counted from the day on which the proprietor of the mark became cognizant of the fact for the 
first time.” 

90. Art. 55 Arg. T.-M. Stat., supra, note 89. 
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is lost under the Statute of Limitations." In the United States, however, no laches 
can be decreed against an owner ignorant of the infringement.” 

In this connection, it is necessary to bear in mind that the courts of neither 
America nor Argentina will come to the assistance of a wronged trade-mark owner 
if the infringed trade-mark contains misleading representations of any kind.” 
Thus, fraudulent use of the word “registered” is considered in the United States 
such fraud as to deprive a party entirely of the benefits of the Trade-Mark Act.™ 
Whether the same rule would apply in Argentina is questionable, however, in view 
of the fact that, under her law, notice of registration is merely optional and the 
owner uses the words “Marca Registrada” or its abbreviation “M.R” only if he so 
pleases.*° 





THE PRESENT STATUS OF THE LANHAM TRADE-MARK BILL 


Since Mr. H. M. McLarin’s comprehensive report on the revised Lanham Trade- 
Mark Bill was published in our last issue, several further important developments 
have occurred. 

It was recently learned that Senator Homer T. Bone, Chairman of the Senate 
Committee on Patents, introduced the original Lanham Bill as passed by the Senate 
a year ago and moved for reconsideration, and that this Bill was reported out by 
the Senate Committee. As soon as the National Association of Manufacturers and 
the United States Trade-Mark Association learned of the introduction of the origi- 
nal Lanham Bill in the Senate, instead of the Lanham Bill as revised by the 
Coordination Committee, steps were immediately taken by both these associations 
to prevent any further action or consideration by either the House or the Senate 
on the original Lanham Bill, and to urge the introduction in both Houses of 
Congress of the Coordination Committee’s revised bill as substitute therefor. 

Letters in this regard were addressed by the Vice-President of the United 
States Trade-Mark Association, Mr. Arthur R. Wendell, to Senator Bone, as well 
as to Congressmen Fritz G. Lanham and Charles Kramer, Chairman of the House 
Committee on Patents. 

Mr. George Douglas, Secretary of the Committee on Patents and Research of 
the N. A. M. in similar letters addressed to the Hon. Charles Kramer, as well 
as to Congressman Lanham and Senator Bone, stated that the draft as presented by 
the Coordination Committee was the result of a long and comprehensive analysis of 


91. Idem. 

92. 63 Corpus Juris, p. 528. 

93. The Argentine law specifically prohibits its nationals to use names of foreign cities as 
trade-marks. Argentine branches of foreign companies, however, may use such marks if there 
be added in the same characters on the label the Argentine locality where the branch house is 
established (e.g., Paris-Buenos Aires). 

94. Penet, Inc. v. F. Pinet Shoe Co., Inc., 236 App. Div. 479, 260 N. Y. Supp. 63 (23 T.-M. 
Rep., 6) (1932). 

95. Art. 7 Arg. T.-M. Stat.: “The employment of a mark is optional.” See also, Brown, 
Ind. Property Throughout the World (1936), p. 38. There are, however, cases where the public 
interest requires the employment of the mark, such as in the case of a manufacturer of weights 
and measures (Law No. 845 of June 13, 1877 and Decree of September 9, 1926) or of containers 
of industrial oils and diverse lubricants (Decree of June 14, 1927), etc. 
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the proposed revision by numerous leading organizations, including particularly 
the United States Trade-Mark Association. 

Congressman Lanham on July 31, 1941, introduced H. R. 5461, which, with two 
or three very minor changes, is identical with the revised draft of the Coordination 
Committee. In other words, the latter Committee’s bill has now been referred to 
the House Committee on Patents for further action. Furthermore, the matter 
was taken up orally with Senator Bone’s office by Mr. Douglas of the N. A. M. 
and Mr. Sylvester J. Liddy, Chairman of the Lawyers’ Advisory Committee of the 
United States Trade-Mark Association, and both organizations have been assured 
that a copy of the Coordination Committee’s Bill is now in Senator Bone’s hands 
and that no further action is expected on the old bill. 

We have been informed that in all probability Congressman Lanham will hold 
hearings on H. R. 5461 in the latter part of September or early October, but the 
hearings are to be limited to those points on which there may still be real differences 
of opinion. The only apparent minor changes in H. R. 5461, as compared with the 
Coordination Committee’s bill, are found in section 32, paragraph (1)(c) as 
shown by the addition of the italicized words below : 


. .. Sale in commerce of such goods or services with actual notice of the registrant's claim of... 
ownership of such mark and with knowledge that such... 


Also section 32, paragraph (2) : 


If goods bearing a registered mark have been put on the market . . . that the goods may 
be resold only unaltered or in the original package... . 


Copies of H. R. 5461, as introduced by Congressman Lanham, are available 
at the offices of the United States Trade-Mark Association upon request by its 
members. 





ILLINOIS TRADE-MARK LAW AMENDED 


Illinois Senate Bill No. 575, amending the trade-mark law of that State, and 


now approved by the Governor, as stated in our August Special Report to members, 
reads as follows: 


Be it enacted by the People of the State of Illinois, represented in the General 
Assembly: 


Section 1. Sections 3a and 3b are added to “An Act to protect associations, unions of work- 
ingmen and persons in their labels, trade-marks and forms of advertising,” approved May 8, 1891, 
as amended, said added sections to read as follows: 

Sec. 3a. Each holder of a registration for a label, trade-mark, term, design, device or form 
of advertisement as provided for in this Act shall, not later than January 1, 1942, and every eight 
years thereafter file a report on forms to be furnished by the Secretary of State and forwarded 





1. A typographical error in the Coordination Committee’s bill has been corrected in H. R. 
5461 as follows: section 31, page 28, line 25—change 12(b) to 12(c). 

2. Note also that, in section 33, paragraph (4) line (3), the language of the Coordination 
Committee’s bill has been changed from “. . . is a use, other than as a trade or service mark .. .” 
to “... is not a use as a trade or service mark. . .” 
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to the last known address of such registrant as it appears in the files in his office, not later than 
September 30, 1941, and every eight years thereafter, setting forth the name of the present 
holder of the label, trade-mark, term, design, device or form of advertisement; whether he holds 
such label, trade-mark, term, design, device or form of advertisement as an individual or on 
behalf of a corporation or partnership; the manner in which*he acquired such right, e¢.g., as 
original registrant, assignee or otherwise; whether such label, trade-mark, term, design, device 
or form of advertisement is actually in use or has been abandoned and the class of goods to 
which such label, trade-mark, term, design, device or form of advertisement applies with regard 
to the classifications established by “An Act to amend Section 3 of ‘An Act to protect associa- 
tions, unions of workingmen and persons in their labels, trade-marks and forms of advertising,’ 
approved May 8, 1891, as amended,” approved July 2, 1935. Such report shall be under oath 
and accompanied by a filing fee of one dollar ($1.00). The failure of the registrant to file 
report and pay the fees required by this Act within the time prescribed by this section shall be 
deemed to have rendered the registration of each such label, trade-mark, term, design, device or 
form of advertisement null and void, and from and after such failure it shall be lawful for the 
Secretary of State, upon receipt of application properly executed, to grant a new registration 
of such label, trade-mark, term, design, device or form of advertisement, provided, however, upon 
application, the prior holder of such registration of such label, trade-mark, term, design, device 
or form of advertisement shall have the exclusive privilege of such new registration if such appli- 
cation is made within one year from the date of failure to comply with the provisions of this Act. 
Upon expiration of the one year redemption period above provided for, the Secretary of State 
shall ascertain the registrations delinquent for failure to file a report and shall thereupon direct 
a letter by registered mail to the last known address of the holder of such registration with 
return receipt requested. Notice from the postal authorities of their inability to effect delivery 
shall be deemed to constitute proof of abandonment and a final order of devocation of such label, 
trade-mark, term, design, device or form of advertisement shall, not sooner than thirty days 
after the mailing of such notice, be entered in the files of the office of the Secretaary of State. 
Sec. 3b. The Secretary of State shall have the power to cancel the registration of a trade- 
mark, term, design, device or form of advertisement on file with his office upon application for 
cancellation by a prospective registrant. Such application for cancellation shall set forth facts 
upon which such cancellation is sought. The Secretary of State shall serve notice of such 
application by registered mail addressed to the holder of the registration sought to be cancelled 
at his last known address. The holder of the registration sought to be cancelled may file a 
petition for a hearing setting forth his objections to the proposed cancellation. The Secretary of 
State or any officer or employe designated by him shall fix the time and place of such hearing 
and shall notify the applicant for cancellation and the holder of the registration thereof. If the 
Secretary of State finds from the facts that said trade-mark, term, design, device or form of 
advertisement has been abandoned or that the applicant had a prior use thereof, he shall stamp 
such registration as cancelled, together with the date of cancellation and shall issue a certificate 
of registration to said prospective registrant after he has complied with the provisions of Section 
3 of this Act. The Circut Court of Sangamon County shall have power by writ of certiorari 
to review all questions of law and fact determined by the Secretary of State in such proceedings. 





PERUVIAN TRADE-MARK DECISIONS 


While it is generally understood that trade-mark in Peru flow from registration 
under the local law, there is a provision in the Decree of July 12, 1912, purporting 
to protect the rights of foreign trade-mark owners who have used their marks in 
Peru but have not yet registered the same as against local parties that may seek to 
appropriate such marks. This decree gives relief only by permitting opposition by 








124 THIRTY-SIX TRADE-MARK BULLETIN 


the prior user to a pending application but not cancellation by the prior user of a 
registration obtained by the subsequent user or infringer. 

The prior user may oppose within the usual opposition period of forty days from 
the date of first publication of the application for registration of the infringing 
mark. The opposition must be accompanied by an application by the opposer to 
register the mark in his own name. The opposer is required to prove that his 
mark is known in the market in Peru by reason of his prior user of the same in 
connection with similar goods. 

The most recent decision under this decree was handed down by the Peruvian 
Patent Office on June 5, 1941. Carters Product, Inc., owners of the mark “Arrid” 
for a cream against perspiration, opposed the application by the local Compania In- 
dustrial Peruano Argentina S. A. of Lima to register the same mark “Arrid” for a 
similar cream product. On the filing of a sample of the American product found 
in the Peruvian market and other proof that the mark of the opposer was known in 
the Peruvian market, the Office upheld the opposition and granted registration to 
Carters Products, Inc. 

However, in another case this decree has been construed too narrowly in such 
manner that the object of the law may be totally frustrated. 

‘National Aniline and Chemical Co., owners of the mark “Solantine” for dyes, 
filed opposition in Peru against an application of Etablissements Kuhlmann, a 
French company, for registration of the mark “Solanthrene.” The opposition was 
based on the provisions of the Decree of July 12, 1912. The applicant claimed that 
this decree applied only in case where the mark sought to be registered was identical 
with the mark of the prior user known in the market of Peru and not where the 
marks were merely similar. This contention was based on the preamble of the 
decree which as worded refers to the mark of the opposer: (“in the case where the 
mark of which the registration is requested is notoriously of foreign origin and the 
property of the opposer”). The opposer properly argued that this interpretation 
of the law is untenable; that Article 1 of the text of the decree says ‘‘in the case of 
opposition to a trade-mark based on similarity with a non-registered trade-mark,” 
and the word “similarity” means something different from “‘identicalness” ; and that 
it would be absurd to require that the marks be identical because then a person 
desirous of appropriating a well-known mark of a prior user in Peru would need to 
change just one letter in the mark, for instance, adopt the mark “Solantime” or 
“Solantane” and claim that it is not the mark of the opposer. 

Nevertheless, the Patent Office in a decision rendered February 13, 1941, while 
conceding that the marks “Solantine” and “Solanthrene” were similar, held that this 
was not a case of usurpation or appropriation of the opposer’s mark, that it is not a 
question of the same mark, and refused to apply the Decree of July 12, 1912. 

In view of the above decision it must be admitted that the position of the prior 
user in Peru is a precarious one. It should be added that the Washington General 
Convention for Trade-Mark and Commercial Protection of 1929, which was ratified 
by Peru, was taken advantage of by the opposer in the above case, but the Peruvian 
Patent Office failed to make any reference to or take any notice of this Convention 
in its decision. 








